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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on 12/07/2010 has been entered. 

Response to Arguments 

2. Applicant's arguments filed 1 1/09/2010 have been fully considered but 
they are not persuasive. 

3. With respect to Applicant's arguments that "The portion of Rogers does 
not disclose that a receiving unit extracts the destination information from a mail 
replying to an Internet mail". 

In response, Fuller discloses wherein the notifying unit sends the send 
information via a voice message (apparatus 60 to call a telephone number and 
output a voice message notifying him that he has received a facsimile message 
which has been stored in his mailbox; see col. 7, lines 50-65), and the receiving 
unit extracts the destination information from a replying (he / user can go to 
apparatus 60 and request the apparatus 60 to extract / print his facsimile 
message on the local facsimile machine; col. 8, lines 5-7). 
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Fuller '156 does not explicitly show the send information via an internet 

mail. 

However, the above-mentioned claimed limitation is well known in the art 
as evidenced by Hou '384. In particular, Hou '384 teaches the send information 
via an internet mail (col. 2, lines 53-55 and col. 3, lines 20-21). 

In view of the above, having the system of Fuller and then given the well- 
established teaching of Hou, it would have been obvious to one having ordinary 
skill in the art at the time of the invention was made to modify the system of 
Fuller as taught by Hou to include: the send information via an internet mail, 
since Hou stated in col. 2, lines 35-40 that such a modification would ensure a 
remote Internet fax machine to send a facsimile even though the Internet fax 
machine is not nearby and thus the Internet fax machine, to send any documents 
or images stored on a computer to and from anywhere in the world, and to 
extend the capabilities and usefulness of the Internet fax machine. 

4. With respect to Applicant's arguments that "the provision of the portable 
communication device provides advantages not realized by Rogers or 
Fuller either alone or in combination". 

In response, Fuller discloses the portable communication device including: 
a third receiving unit (i.e., user in travel; col. 2, lines 20-25) operable to 
receive the send information from the notifying unit in the fax data transmission 
device (in 10 / 60, figs. 1 , 4), when designated as the send information 
destination (individual has a pager or beeper, he can "tell" apparatus 60 to call 
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his pager or beeper number and output a code to tell him that he has received a 
facsimile message which has been stored in his mailbox; col. 7, lines 50-60); 

a replying unit operable to send the destination information to the fax data 
transmission device (sending the facsimile data on demand to the person to 
which the facsimile data was addressed, col. 2, lines 20-30. Also, col. 8, lines 5- 
8 indicated that user can go to apparatus 60 and request the apparatus 60 to 
extract / print his facsimile message on the local facsimile machine). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claims 1 4, 1 6-1 7, 1 9, 24 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Fuller et al. (US 5,224,156) in view of Hou (US 7,068,384). 

Regarding claim 14, Fuller '156 discloses a fax data transmission device 
(Facsimile enhancement apparatus 10/60, figs. 1, 4) comprising: 

a first storing unit (first memory means 24, fig. 1) operable to store fax 
data and an identifier for identifying the fax data, in correspondence with each 
other (The facsimile enhancement apparatus 10 will intercept the incoming data 
or message and store the information/data in an appropriate mailbox in first 
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memory means 24; see col. 4, lines 35-45); 

a second storing unit (second memory means 26, fig. 1) operable to store 
information showing a correspondence between an original destination (local 
facsimile machine, fig. 1) of the fax data and a send information destination (The 
information is digitized by the fax modem chip 18 and stored in second memory 
means 26. The user is prompted by the LCD display 30 to enter the telephone 
number (step 90) of the remote location at which he wishes to be notified; see 
col. 8, lines 25-40), the send information destination being a destination of send 
information which includes the identifier and a notification (a notification on the 
local facsimile machine which will include the time the facsimile message is 
received, the number of the mailbox in which the message is stored and the 
sender ID, col. 6, lines 45-50) that the fax data identified by the identifier is going 
to be sent (apparatus 60 to call a telephone number and output a message 
notifying him that he has received a facsimile message which has been stored in 
his mailbox; see col. 7, lines 45-60); 

a notifying unit (in 1 0 / 60, figs. 1 , 4) operable to send the send information 
to the send information destination corresponding to the original destination of 
the fax data, with reference to the information stored in the second storing unit 
(the facsimile enhancement apparatus 10 can cause facsimile messages sent to 
him to be delivered to a memory location and that he be notified that he has a 
facsimile message waiting for him; see col. 2, lines 53-60); 

a receiving unit (in 60, fig. 4) operable to receive as a reply to the send 
information (User can specify to the facsimile enhancement apparatus 60 the 
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type of notification; col. 7, lines 45-50), destination information from the send 
information destination for specifying a destination to which the fax data should 
actually be sent (he may have the facsimile message automatically forwarded to 
another facsimile machine at a remote location. Second, he may call from a 
facsimile machine at a remote location and instruct apparatus 60 to transmit the 
facsimile message immediately on the same phone call; see col. 7, lines 65-68 
and col. 8, lines 1-5), and extract the destination information from the reply (user 
may call from a facsimile machine at a remote location and instruct apparatus 60 
to transmit the facsimile message on the same phone call, therefore, the user 
must tell the facsimile machine at a remote location where to send the fax 
message, and facsimile machine at a remote location must extract where to 
sent/destination information so that the facsimile machine at a remote location 
know where to send); and 

a sending unit (in 1 0 / 60, figs. 1 , 4) operable to send the fax data to the 
destination specified by the extracted destination information (user may call from 
a facsimile machine at a remote location and instruct apparatus 60 to transmit 
the facsimile message on the same phone call, therefore, the user must tell the 
facsimile machine at a remote location where to send the fax message, and 
facsimile machine at a remote location must extract where to sent/destination 
information so that the facsimile machine at a remote location know where to 
send; col. 7, lines 65-68 and col. 8, lines 1-7). 

wherein the notifying unit sends the send information via a voice message 
(apparatus 60 to call a telephone number and output a voice message notifying 
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him that he has received a facsimile message which has been stored in his 
mailbox; see col. 7, lines 50-65), and the receiving unit extracts the destination 
information from a replying (he / user can go to apparatus 60 and request the 
apparatus 60 to extract / print his facsimile message on the local facsimile 
machine; col. 8, lines 5-7). 

Fuller '156 does not explicitly show the send information via an internet 

mail. 

However, the above-mentioned claimed limitation is well known in the art 
as evidenced by Hou '384. In particular, Hou '384 teaches the send information 
via an internet mail (col. 2, lines 53-55 and col. 3, lines 20-21). 

In view of the above, having the system of Fuller and then given the well- 
established teaching of Hou, it would have been obvious to one having ordinary 
skill in the art at the time of the invention was made to modify the system of 
Fuller as taught by Hou to include: the send information via an internet mail, 
since Hou stated in col. 2, lines 35-40 that such a modification would ensure a 
remote Internet fax machine to send a facsimile even though the Internet fax 
machine is not nearby and thus the Internet fax machine, to send any documents 
or images stored on a computer to and from anywhere in the world, and to 
extend the capabilities and usefulness of the Internet fax machine. 

Regarding claim 16, Rogers '386 teaches the fax data transmission device 
(Facsimile Apparatus 1, fig. 1), wherein the notifying unit (Third E-Mail Service 
Unit 18, fig. 2) places the identifier in a message body of the Internet mail ("Tag" 
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is attached to the second call 645 in the call alert box to provide useful 
information to individual users, col. 39, lines 15-50, fig. 6b). 

Fuller '156 does not explicitly show the send information via an internet 

mail. 

However, the above-mentioned claimed limitation is well known in the art 
as evidenced by Hou '384. In particular, Hou '384 teaches the send information 
via an internet mail (col. 2, lines 53-55 and col. 3, lines 20-21). 

In view of the above, having the system of Fuller and then given the well- 
established teaching of Hou, it would have been obvious to one having ordinary 
skill in the art at the time of the invention was made to modify the system of 
Fuller as taught by Hou to include: the send information via an internet mail, 
since Hou stated in col. 2, lines 35-40 that such a modification would ensure a 
remote Internet fax machine to send a facsimile even though the Internet fax 
machine is not nearby and thus the Internet fax machine, to send any documents 
or images stored on a computer to and from anywhere in the world, and to 
extend the capabilities and usefulness of the Internet fax machine. 

Regarding claim 17, Fuller '156 discloses the fax data transmission device 
(10 / 60, figs. 1 , 4), wherein the destination information includes location 
information showing a location of an external device (i.e., If the individual has a 
pager or beeper, he can "tell" apparatus 60 to call his pager or beeper number 
and output a code to tell him that he has received a facsimile message which has 
been stored in his mailbox; see col. 7, lines 45-60), 
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the destination to which the fax data should actually be sent is determined 
based on the location information (The user may choose to have the facsimile 
enhancement apparatus 60 to forward all facsimile messages to another 
specified location, col. 9, lines 50-55). 

Regarding claim 19, Fuller '156 discloses the fax data transmission device 
(in 1 0 / 60, figs. 1 , 4) further comprising: 

a notification destination information receiving unit operable to receive the 
information showing the correspondence between the original destination of the 
fax data (remote location/local fax machine, fig. 1) and the send information 
destination (1 2, fig. 1 ), from outside of the fax data transmission device (user is 
prompted to enter the telephone number (step 90) of the remote location at which 
he wishes to be notified, col. 8, lines 35-40), 

wherein the second storing unit (memory 26, fig. 1) stores the information 
received by the notification destination information receiving unit (The facsimile 
enhancement apparatus 10 can also print a notification on the local facsimile 
machine which will include the time the facsimile message is received, the 
number of the mailbox in which the message is stored and the sender ID, col. 6, 
lines 45-65). 

Regarding claim 24, Rogers '386 teaches the fax data transmission device 
(Facsimile Apparatus 1, fig. 1), wherein the identifier is included in a message 
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body of the Internet mail ("Tag" is attached to the second call 645 in the call alert 
box to provide useful information to individual users, col. 39, lines 15-50, fig. 6b). 
Fuller '156 does not explicitly show the send information via an internet 

mail. 

However, the above-mentioned claimed limitation is well known in the art 
as evidenced by Hou '384. In particular, Hou '384 teaches the send information 
via an internet mail (col. 2, lines 53-55 and col. 3, lines 20-21). 

In view of the above, having the system of Fuller and then given the well- 
established teaching of Hou, it would have been obvious to one having ordinary 
skill in the art at the time of the invention was made to modify the system of 
Fuller as taught by Hou to include: the send information via an internet mail, 
since Hou stated in col. 2, lines 35-40 that such a modification would ensure a 
remote Internet fax machine to send a facsimile even though the Internet fax 
machine is not nearby and thus the Internet fax machine, to send any documents 
or images stored on a computer to and from anywhere in the world, and to 
extend the capabilities and usefulness of the Internet fax machine. 

7. Claims 22-23 are rejected under 35 U.S.C. 103 (a) as being unpatentable 
over Fuller et al. (US 5,224,1 56) in view of Rogers et al. (US 5,946,386). 

Regarding claim 22, Fuller '156 discloses a fax data transmission system 
(Figs. 1 , 4) comprising a fax data transmission device (10/60, figs. 1 , 4), an 
information communication device (1 2 / 60, figs. 1 , 4), and a portable 
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communication device (i.e., remote telephone / voice mail system, since mobile 
phones generally inherently have voicemail as a standard network feature; see 
col. 2, lines 65-68 and col. 8, lines 53-55, fig. 6), 

the information communication device including: 

a first sending unit operable to send information showing a 
correspondence between an original destination of fax data and a send 
information destination, to the fax data transmission device (The facsimile 
enhancement apparatus 10 can also print a notification on the local facsimile 
machine which will include the time the facsimile message is received, the 
number of the mailbox in which the message is stored and the sender ID; see 
col. 6, lines 45-50), 

the fax data transmission device including: 

a first receiving unit (in 10/60, figs. 1, 4) operable to receive the 
information from the first sending unit in the information communication device (a 
message sent in facsimile compatible form over a telephone system from a first 
location to a second location to be received at the second location; see Abstract); 

a first storing unit (first memory means 24, fig. 1) operable to store the fax 
data and an identifier for identifying the fax data, in correspondence with each 
other (The facsimile enhancement apparatus 10 will intercept the incoming data 
or message and store the information/data in an appropriate mailbox in first 
memory means 24; see col. 4, lines 35-45); 

a second storing unit (second memory means 26, fig. 1) operable to store 
the information received by the first receiving unit (The information is digitized by 
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the fax modem chip 18 and stored in second memory means 26. The user is 
prompted by the LCD display 30 to enter the telephone number (step 90) of the 
remote location at which he wishes to be notified; see col. 8, lines 25-40); 

a notifying unit (in 10/ 60, figs. 1 , 4) operable to send send information to 
the send information destination corresponding to the original destination of the 
fax data with reference to the information stored in the second storing unit (the 
facsimile enhancement apparatus 10 can cause facsimile messages sent to him 
to be delivered to a memory location and that he be notified that he has a 
facsimile message waiting for him; see col. 2, lines 53-60), the send information 
including the identifier and a notification (a notification on the local facsimile 
machine which will include the time the facsimile message is received, the 
number of the mailbox in which the message is stored and the sender ID, col. 6, 
lines 45-50) that the fax data identified by the identifier is going to be sent 
(apparatus 60 to call a telephone number and output a message notifying him 
that he has received a facsimile message which has been stored in his mailbox; 
see col. 7, lines 45-60); 

a second sending unit (in 1 0 / 60, figs. 1 , 4) operable to send the fax data 
to the destination specified by the destination information (user may call from a 
facsimile machine at a remote location and instruct apparatus 60 to transmit the 
facsimile message on the same phone call, therefore, the user must tell the 
facsimile machine at a remote location where to send the fax message, and 
facsimile machine at a remote location must extract where to sent/destination 
information so that the facsimile machine at a remote location know where to 
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send), 

the portable communication device including: 

a third receiving unit (i.e., user in travel; col. 2, lines 20-25) operable to 
receive the send information from the notifying unit in the fax data transmission 
device (in 10 / 60, figs. 1 , 4), when designated as the send information 
destination (individual has a pager or beeper, he can "tell" apparatus 60 to call 
his pager or beeper number and output a code to tell him that he has received a 
facsimile message which has been stored in his mailbox; col. 7, lines 50-60); 

a replying unit operable to send the destination information to the fax data 
transmission device (sending the facsimile data on demand to the person to 
which the facsimile data was addressed, col. 2, lines 20-30. Also, col. 8, lines 5- 
8 indicated that user can go to apparatus 60 and request the apparatus 60 to 
extract / print his facsimile message on the local facsimile machine). 

Fuller '156 does not explicitly show a second receiving unit operable to 
receive destination information for specifying a destination to which the fax data 
should actually be sent, as a reply to the send information. 

However, the above-mentioned claimed limitations are well known in the 
art as evidenced by Rogers '386. In particular, Rogers '386 teaches a second 
receiving unit (101 , fig. 1) operable to receive destination information for 
specifying a destination to which the fax data should actually be sent, as a reply 
to the send information (When notified, the destination party 111, 113 may review 
the list of unread Fax or data messages and then may request that the Fax or 
data message be transported to their workstation 1 14 via the digital network(s) 
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109, from whence it can be viewed, printed, archived and treated as any other 
such file; see col. 40, lines 45-50). 

In view of the above, having the system of Fuller and then given the well- 
established teaching of Rogers, it would have been obvious to one having 
ordinary skill in the art at the time of the invention was made to modify the 
system of Fuller as taught by Rogers to include: a second receiving unit operable 
to receive destination information for specifying a destination to which the fax 
data should actually be sent, as a reply to the send information, since Rogers 
stated in col. 1 , lines 45-47 that such a modification would ensure the system 
alters the architecture and philosophy of the past, providing the users an array of 
new features and functions and expanded existing features. 

Regarding claim 23, Fuller '156 discloses the fax data transmission 
system (Facsimile enhancement apparatus 10/60, figs. 1 , 4), wherein the 
second receiving unit (in 10/60, figs. 1, 4) extracts the destination information 
from the reply to the send information (user can go to apparatus 60 and request 
the apparatus 60 to extract / print his facsimile message on the local facsimile 
machine; col. 8, lines 5-8). 

8. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fuller et al. (US 5,224,156) in view of Hou (US 7,068,384), and further in view of 
Shibata (US 6,825,955). 
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Regarding claim 18, the combination of Fuller '156 and Hou '384 does not 
explicitly show the fax data transmission device, being a multi-functional image 
forming device which has a copy function of reading a document and forming an 
image on a recording sheet based on data obtained by reading the document, 
and a print function of forming an image on a recording sheet based on incoming 
data. 

However, the above-mentioned claimed limitations are well known in the 
art as evidenced by Shibata '955. In particular, Shibata '955 teaches the fax data 
transmission device (Facsimile Apparatus 1, fig. 1), being a multi-functional 
image forming device which has a copy function of reading a document and 
forming an image on a recording sheet based on data obtained by reading the 
document (i.e., the facsimile main controller 10 includes an image reading unit, 
such as a scanner, for reading image data from an original document, which is 
then handled as facsimile image data to be transmitted to the local 
communications terminals; Col. 6, lines 1-5), and a print function of forming an 
image on a recording sheet based on incoming data (i.e., the facsimile main 
controller 10 further includes an image writing unit, such as a laser printer, for 
printing onto a recording sheet facsimile image data which has been received 
from one of the local communications terminals; Col. 6, lines 5-10). 

In view of the above, having the system of Fuller and Hou and then given 
the well-established teaching of Shibata, it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to modify the 
system of Fuller and Hou as taught by Shibata to include: the fax data 
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transmission device, being a multi-functional image forming device which has a 
copy function of reading a document and forming an image on a recording sheet 
based on data obtained by reading the document, and a print function of forming 
an image on a recording sheet based on incoming data, since Shibata stated in 
col. 1, lines 15-20 that such a modification would enhance a unique 
communications apparatus which is capable of transmitting and receiving 
facsimile image data through the Internet using its low cost communications 
capability. 



Conclusion 

9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Allen H. Nguyen whose telephone number is 
(571)270-1229. The examiner can normally be reached on M-F Flex hours. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, KING Y. POON can be reached on (571) 272-7440. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/King Y. Poon/ 

Supervisory Patent Examiner, Art Unit 2625 



/Allen H. Nguyen/ 
Examiner, Art Unit 2625 



